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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[3 Responsive to communication(s) filed on 18 May 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 11 and 12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 11 and 12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 20 July 2001 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) ^ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Amendment 

1 . Examiner acknowledges the cancellation of claims 1 -1 0 and the addition 
of new claims 11-12. 

2. New grounds of rejection have been formed making this action non-final. 

Oath/Declaration 

3. The oath or declaration is defective. A new oath or declaration in 
compliance with 37 CFR 1.67(a) identifying this application by application 
number and filing date is required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: It does not identify the 
citizenship of each inventor. The citizenship of Yrem Caruso has been omitted. 
A hew Oath/Declaration must be filed to correct the deficiencies set forth above. 
The substitute oath or declaration must be filed within the THREE MONTH 
shortened statutory period set for reply. Extensions of time may NOT be 
obtained under the provisions of 37 CFR 1 . 1 36. Failure to timely file the 
substitute declaration (or oath) will result in ABANDONMENT of the application. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 



1 

Application/Control Number: 09/682,103 Page 3 

Art Unit: 2142 

5. Claims 11-12 rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. "A system to implement a network 
application infrastructure that supports and facilitates the development, 
deployment and management of device networks and device network application 
comprising: an application services module, a management services module, a 
database services module, and a smart network services module," is non- 
statutory for at least the reason that it is not tangibly embodied in a manner so 
as to be executable, as the only hardware is in an intended use statement. This 
is true even if the support and facilitation of the development, deployment, and 
management of device networks and device network applications includes 
hardware, since it is the intent of the execution of the system and not the system 
itself that includes such hardware. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

7. Claims 11-12 rejected under 35 U.S.C. 112, first paragraph, because the 
best mode contemplated by the inventor has not been disclosed. The quality of 
applicant's disclosure is so poor as to effectively result in concealment of the best 



mode for carrying out the invention. 
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Claims 11-12 contains no methodology and does not clearly set forth the 
metes and bounds of the patent protection desired. Failure to address this issue 
will result in ABANDONMENT of the application. 

8. Citation from MPEP § 2114 [R-1]: 

Apparatus and Article Claims - Functional Language 

For a discussion of case law which provides guidance in interpreting the 
functional portion of means-plus-function limitations see MPEP §2181- §2186. 

APPARATUS CLAIMS MUST BE STRUCTURALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

While features of an apparatus may be recited either structurally or 
functionally, claims< directed to >an< apparatus must be distinguished from the 
prior art in terms of structure rather than function. >ln re Schreiber, 128 F.3d 
1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (The absence of a 
disclosure in a prior art reference relating to function did not defeat the Board's 
finding of anticipation of claimed apparatus because the limitations at issue were 
found to be inherent in the prior art reference); see also In re Swinehart, 439 F.2d 
210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971 );< In re Danly, 263 F.2d 844, 
847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a device 
is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 
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9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 11-12 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

a. Claim 1 1 discloses a method comprising the step of "having." It is 
unclear to the examiner what the metes and bounds of the claims are. 
Correction is required. 

b. Claim 1 1 is disclosed as a "system the method comprising the 

following steps," which is indefinite. Correction is required. 

c. Claim 12 is a method claim, which is disclosed as being dependant 
on claim 11, which is a system claim, thereby rendering claim 12 indefinite. 
Correction is required. 

d. Claim 1 1 contains duplicate limitations regarding the application 
service. Lines 5-12 on page 2 of claim 1 1 contain identical limitations as those 
on lines 1 9-26 on page 3 of claim 1 1 . Correction is required. 

e. Claims 11-12 provide for the use of an application services module, 
a management services module, a database services module, and a smart 
network services module, but, since the claims do not set forth any steps 
involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 
Correction is required. 
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Claims 11-12 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results 
in an improper definition of a process, i.e., results in a claim which is not a proper 
process claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). (SEE 35 U.S.C. §101 REJECTIONS 
ABOVE). 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention, was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12. Claims 1 1 and 12 rejected under 35 U.S.C. 102(e) as being anticipated by 
Bowman-Amuah (U.S. 6,332,163 B1) hereinafter referred to as Bowman. 

As per claims 11 and 12, Bowman teaches: application services module 
(line 6 of column 27 through line 8 of column 28, line 54 of column 96 through 
line 62 of column 98, and Figs. 2-12); management services module(line 6 of 
column 27 through line 8 of column 28, line 46 of column 32 through line 2 of 
column 39, line 19 of column 103 through line 38 of column 121, and Figs. 2-32); 
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database services module (line line 60 of column 48 through line 30 of column 
56, line 46 of column 32 through line 2 of column 39, line 22 of column 118 
through line 38 of column 121 , and Figs. 2-32); and smart network services 
module (line 16 of column 77 through line 30 of column 93, line 21 of column 137 
through line 10 of column 143, and Figs. 2-32). 



Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Buford et al. (Managing Dynamic IP Services: Correlation-Based 
Scenarios and Architecture) discloses application, management, database, and 
network service modules. 

14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Michael Meucci at (571 ) 272-3892. The 
examiner can normally be reached on Monday-Friday from 9:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Andrew Caldwell, can be reached at (571) 272-3868. The 
fax phone number for this Group is 571-273-8300. 

Communications via Internet e-mail regarding this application, other than 
those under 35 U.S.C. 132 or which otherwise require a signature, may be used 
by the applicant and should be addressed to [michael.meucci@uspto.gov]. 
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All Internet e-mail communications will be made of record in the 
application file. PTO employees do not engage in Internet communications 
where there exists a possibility that sensitive information could be identified or 
exchanged unless the record includes a properly signed express waiver of the 
confidentiality requirements of 35 U.S.C. 122. This is more clearly set forth in the 
Interim Internet Usage Policy published in the Official Gazette of the Patent and 
Trademark on February 25, 1997 at 1 195 OG 89. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



0EATRIZPRIETO 
PRIMARY EXAMINER 




